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Applicant(s) 
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1764 




Kl Responsive to communication(s) filed on Feb 12, 1999 _ _ ' 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days whichever 

£ on ^ rofthe maiEng date of this communication. Failure to respond within the period for response w,l cause the 
appS become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provis.ons of 
37 CFR 1.136(a). 



Disposition of Claims 

K) Claim(s) 3. 5, 6, 12, and 14 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



Kl Haimfs) 3. 5. 6, 12, and 14 

□ Claim(s) . 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is ^approved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Kl Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
Kl All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
Kl received. 

□ received in Application No. (Series Code/Serial Number) _ ■ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
"Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

Kl Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper Note). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES — 



U. S. Patent and Trademark Office 

PT0-326 (Rev. 9-95) 



Office Action Summary 



Part of Paper No. 



Page 2 

Application/Control Number: 08/857,585 
Art Unit: 1764 

DETAILED ACTION 

Continued Prosecution Application 

The request filed on January 12, 1999 for a Continued Prosecution Application (CPA) 
under 37 CFR 1.53(d) based on parent Application No. 08/857,585 is acceptable and a CPA has 
been established. An action on the CPA follows. 

The amendment filed January 12, 1999 requesting that the specification be amended to 
refer to the present Continued Prosecution Application (CPA) as a continuation application of 
Application No. 08/857,585 has not been entered. As set forth in 37 CFR 1.53(d)(7), a request 
for a CPA is the specific reference required by 35 U.S.C. 120 to every application assigned the 
application number identified in such request. Thus, there is no need to amend the first sentence 
of the specification to refer back to the prior application and any such amendment shall be denied 
entry. 

Claim Rejections - 35 U.S.C. § 112 

Applicants' amendments in paper no.41, filed 2-12-99 are sufficient to overcome the 112 
rejection in the previous office action. 



Page 3 

Application/Control Number: 08/857,585 
Art Unit: 1764 



Claim Rejections - 35 U.S.C § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

to A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
t in 02 cS "title, if the differences between the subject matter sought to be patented and the prior art ^ re 
uch mat & "subject matter as a whole would have been obvious at the time the invention was made to a per on 
U^ltZ S I the art to which said subject matter pertain, Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U S C 103(a) the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the^ntrlry Applicant is advised of the obligation under 37 CFR 1.56 to pomt out the inventor 
and invent^ dates of each claim that was not commonly owned at the time a later invention was 
^n olr for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 3, 5, 6, 12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the translation of Hei 2-56247 in view of Eberly, Jr. et al.(3,591,488). 

In the pending application, applicants claim a composition comprising a high silica zeolite 
having a Si/Al ratio of not less than 40, and a heat resistant oxide, wherein the said heat resistant 
oxide is loaded with a noble metal. Applicants further claim an adsorbent comprising a 
honeycomb structure coated with a heat resistant oxide loaded with a noble metal. 

The translation of Hei 2-56247 teaches a composition for automobile exhaust gas 
treatment comprising a zeolite and a heat resistant oxide in the form of alumina. The Hei 2-56247 
translation also discloses that a noble metal in the form of Pt is loaded on alumina. For example, 
see page 3, lines 7-13. The translation of Hei 2-56247 also discloses that the support is 
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honeycomb shaped. In addition, the support is coated with a hea, resistant oxide in the form of 
alumina. For example, see page 3, lines 6-7. 

The translation succeeds in teaching applicants' claimed zeolite component and heat 
resistant oxide component, other than zeolite, loaded with a noble metal in the form of alumina 
loaded with Pt. Furthermore, Hei 2-56247 also succeeds in teaching applicants' honeycomb 
shaped support. 

Several differences are noted between the applied art of translation of the Hei 2-56247 and 
applicants' claimed invention. The translation of Hei 2-56247 is silent about the Si/Al ratio in the 
zeolite. Furthermore, translation of Hei 2-56247 is silent about the specific structure of the 

honeycomb. 

The reference of Eberly, Jr. et al.(3,591,488) is cited for the general teaching that it is 
known in the art that zeolites with that high silica/alumina ratios, such as 50, are desirable for high 
temperature conversions because they display increased thermal stability. For example, see 
column 2, lines 41-45 and column 5, lines 2-5. 

Since it is desirable for compositions to be thermally stable for exhaust gas treatment 
process due to the high temperatures involved, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to select a zeolite with a high silica/alumina ratio in 
the exhaust gas composition disclosed by the translation of Hei 2-56247 because it is known in 
the art that zeolites with a high silica/alumina ratio display increased thermal stability. 
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Furthermore, applicants' limitations directed at the specific shape of the honeycomb 
composition are not considered ,0 be patentable distinctions because such shapes are convention* 

in the art. 

Therefore, applicants' claimed compositions fail to patentably distinguish over the applied 

prior art. 



Claim Rejections - 35 U.S. C § 103 
Claims 3, 5, 6, 12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the translation of Hei 2-56247 in view of Inoue et al.(5,223,236). 

In the pending application, applicants claim a composition comprising a high silica zeolite 
havmg a Si/Al ratio of not less than 40, and a heat resistant oxide, wherein the said heat resistant 
oxide is loaded with a noble metal. Applicants further claim an adsorbent comprising a 
honeycomb stmcture coated with a heat resistant oxide loaded with a noble metal. 

The translation of Hei 2-56247 teaches a composition for automobile exhaust gas 
treatment comprismg a zeolite and a heat resistant oxide in the form of alumina. The abstract also 
discloses that a noble metal in the form of Pt is loaded on alumina. For example, see page 3, lines 
7-13. The translation of Hei 2-56247 also discloses that the support is honeycomb shaped. In 
addition, the support ,s coated with a heat resistant oxide in the form of alumma. For example, 
see page 3, lines 6-7. 



Page 6 



Application/Control Number: 08/857,585 
Art Unit: 1764 

The translation of Hei 2-56247 succeeds in teaching applicants' claimed zeolite 
component and Heat reststan. oxide component, other than zeoiite, loaded with a nohle metal in 
th e form of alumma loaded with Pt. Fur—, translation of Hei 2-56247 also succeeds ,n 
teaching applicants' honeycomb shaped support. 

Severa! differences are noteu between the applied ar, of the translation of Hei 2-56247 and 

zeolite. Furthermore, the translation of Hei 2-56247 is silent about the specific secure of the 

honeycomb. 

The reference of Inoue et al.(5,223,236) teaches the use of high sihca zeolite with a 
si hca/a,umina ratio of greater than 20 for exhaust gas conversion. See column 1, lines 53-56 and 
column 2, lines 7-10. 

Smce the transition of Hei 2-56247 does not limit the silica/alumina ratio of the zeolite, it 
would have been obvious to one of ordinary W in the art a, the time the invention was made ,0 

any silica/alumina ratio greater than 20 (e.g. a ratio of 40) because the reference of .noue e, 
„ (5 223 236) teaches that any silica ratio greater than 20 ,s desirable for exhaust gas treatment 
Apphcants have no, shown anythtng unexpected with respect to the claimed silica/ahtmina ratio. 

Furthermore, applicants' limitations directed at the specific shape of the honeycomb 
composition are not considered to be patentable disunions because such shapes are conventional 



in the art. 
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Applicants' arguments 



Response to Arguments 

filed 2-12-99 have been fully considered but they are not 



persuasive. 



A pp,ican,s argue ,) the combined references do no, sugges, tne — es of app,ican,s' 
cla imed — and 2)o„e of ordinary « in rhe art wouid no, have been m„,iva«ed ,o comome 
,he cachings of Eberly e, al. with ,he reference of Toyo,a (Hei 2-56247). 

ApphW argumen, .) is no, persuasive in overcoming <he previous rejection because 
apphW advances do no, rebu, <he exarrdner's motivation for combining references. For 
i„s,ance, ,he advances do no, serve ,o nega,e fte .caching ft* increased «herma, s,abi.,,y - 

achieved with a high silica/alumina ratio. 

The examiner disagrees wi,h appUcanis' ar^men, 2) wherein one of ordinary «U in ,he 
a rt wouid no, have been motiva,ed ,0 modify ,he reference of Toyo,a wi,h ,ba, 
Mo,iva,ion for combining references resu,,s from ft. fac, ,ha, ,he reference of Eberiy. Ir. e, 
a , (3 M1 488) specmcaUy disdoses ,ha, H has been found ,ha, for genera, ca,a,ytic or absorptive 
uses ,he aiurninosihcaies having higher sine, ,0 aiumina ratios wiil be preferred due ,o ,heir 
bigher s,abiii,y -. .". For examp.e, see coiumn 2, hned 39-44. Since ,he composition of ToyCa ,s 
nsed for ,he ca,a,ytic purpose of .reating exhaus, gas, one wouid have been motived ,0 seiec, a 
m sUica zeo,i,e such as ,ha, ciaimed by apphoanis. In addition, ,he reference of Eberiy, 1, e, ai. 

ft* ,he high siiica **. is usend in various hydrocarbon conversion processes wiftou, ,im«,n g 
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atype o fhy a— A p P Uca„,shave„o t po W ea t oa„ yt eac W „ g ;n th e refere „ C eo f 

conversion. 



A copy and translation of Hei 2-56247, the enttre 



Prior Art of Record 

reference for (113 :102645 CA), is cited. 



February 11, 1999 
N.P. 



Walter D. Griffin 
Primary Examiner 




